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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Edelman US Patent No 6,857067 (hereinafter Edelman). 

Referring to claims 1 , 5 and 10, Edelman teaches a computer-implemented 
method for controlling execution of application software by a computer terminal, at least 
a first portion of the application software being loaded into a data storage medium of the 
computer terminal, said method comprising: 

a) when it is intended to execute the application software, enabling the computer 
terminal to detect presence of an electronic key that is connected thereto [column 7, 
lines 47-55; fig. 1, the client program (software) accesses the smart card 120 
(electronics key) connected to the client computer 100 (computer terminal)]; 
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b) inhibiting execution of the application software upon detection by the computer 
terminal that the electronic key is disconnected therefrom [column 7, lines 6-12; 
column 12, lines 42-49; to execute the application software, it is obvious that client 
computer 100 should communicate with licensing medium/the smart card 120]; 

c) upon detection by the computer terminal that the electronic key is connected 
thereto, enabling the computer terminal to verify presence of a software registration 
code in each of the computer terminal and the electronic key [column 4, lines 5-9; the 
electronic device (the computer terminal) verify the validity of the licensing medium 
(electronics key) which is inherently stores a license data (a software registration code)]; 

d) upon detection by the computer terminal that at least one of the computer 
terminal and the electronic key does not have a software registration code stored 
therein, enabling the computer terminal to initiate a registration procedure with a remote 
server so as to obtain the software registration code therefrom and so as to store the 
software registration code obtained from the remote server in each of the computer 
terminal and the electronic key [column 2, lines 16-28; column 6, lines 15-16; 
column 9, lines 1-12; fig. 6 and once the software has been installed, the user has to 
register the installed software with the registration authority (a remote server) which is 
inherently obtain the software registration code if the computer terminal and the 
electronic key (smart card) does not have a software registration code]; 

e) upon detection by the computer terminal that each of the computer terminal 
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and the electronic key has a software registration code stored therein, enabling the 
computer terminal to verify if the software registration code stored in the computer 
terminal matches that stored in the electronic key [column 2, lines 16-28; column 7, 
lines 6-12; column 9, lines 12-19; the licensing medium 120 (electronic key) and the 
client program (computer terminal) communicate to verify that the user is authorized to 
execute the software which is inherently, if a software registration code stored in the 
computer terminal and in the electronic key matches, enables the user to use the 
software]; 

f) enabling further execution of the application software by the computer terminal 
upon detection thereby that the software registration code stored in the computer 
terminal matches that stored in the electronic key [ column 6, line 61- column 7, Iine6; 
column 9, lines 1-27; when the software registration code stored in the computer 
terminal matches/compares that stored in the electronic key (smart card), enabling 
further execution of the software (code/license issued for the application software). For 
example, in terms of time limit to use the software]; and 

g) aborting further execution of the application software by the computer terminal 
upon detection thereby that the software registration code stored in the computer 
terminal does not match that stored in the electronic key [column 8, lines 46-56; 
column 13, lines 1-11; stop execution of software if it is determined that the software 
has been tampered or failed verification of a valid smart card (electronic key with 
software registration code) which is inherently aborting execution of software if the 
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software registration code stored in the computer terminal does not match that stored in 
the electronic key]. 

Referring to claims 2 and 12, Edelman teaches a computer-implemented 
method, the data storage medium of the computer terminal that has the first portion of 
the application software loaded therein being a hard disk, wherein said step d) includes 
the sub-step of: 

enabling the computer terminal to transmit user information to the remote 
server, the user information including at least one of a software serial code associated 
with the application software, a key serial code associated with the electronic key, and a 
disk serial number associated with the hard disk [column 9, lines 40-60; the 
registration information (the user information) sent to the registration authority (the 
remote server) includes the unique identifier of the software and hard disk to be 
registered. The identifier may be composed of a serial number, a serial code and a 
password or pass phrase to prevent an unauthorized user]. 

Referring to claims 3 and 13, Edelman teaches a computer-implemented 
method, a second portion of the application software being resident in the remote 
server, wherein said step d) includes: 

enabling the computer terminal to download the second portion of 
the application software from the remote server and to store the second portion of the 
application software in the electronic key when the software registration code is 



Application/Control Number: 10/765,280 Page 6 

Art Unit: 2109 

obtained from the remote server [column 5, lines 1-15; a license manager which 
communicates with the electronic device (the computer terminal) and the registration 
authority (the remote server) has a second database of verification data(second portion 
of the application software) enabling/verifying the license data (software registration 
code) stored in the licensing medium (electronic key) when the code is obtained from 
the registration authority which is inherently store the software registration code in the 
electronic key]. 

Referring to claim 4, Edelman teaches a computer-implemented method, 
wherein, in step f), further execution of the application software is aborted by the 
computer terminal upon detection by the computer terminal that the electronic key was 
disconnected therefrom [column 12, lines 42-49; fig. 7; the smart card (the electronic 
key) containing valid license should be inserted to the smart card reader of the client 
computer (the computer terminal)]. 

Referring to claims 6 and 7, Edelman teaches a computer-implemented method, 
wherein said step f) includes: 

enabling the electronic key to generate a random verification code transmitted to 
and stored in the computer terminal in an encrypted and compressed format [column 9, 
lines 19-27; column 12, lines 5-12; the smart card (the electronic key) generates a 
fixed-length code (a random verification code) stores it in the registration authority/on 
the card]; 

upon detection by the electronic key that a verification period corresponding to 
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the verification code and set by the electronic key has expired, enabling the electronic 
key to compare the verification code stored in the computer terminal with that generated 
thereby [column 12, lines 5-12; column 49-67; the client program which reads the 
contents of the smart card compares the generated message digest (code) to the 
decrypted message digest]; 

upon detection by the electronic key of a match between the verification code stored in 
the computer terminal and that generated thereby, enabling further execution of the 
application software by the computer terminal, and enabling the electronic key to 
generate another verification code with a corresponding verification period [column 9, 
lines 19-27; column 11, lines 29-50; the registration authority compares the message 
digest (the verification code) to a corresponding entry in the database (a generated 
verification code) to verify that the smart card is valid (equivalent to verification period)]. 
; and 

upon detection by the electronic key that the verification code stored in the 
computer terminal does not match that generated thereby, enabling the computer 
terminal to initiate the registration procedure with the remote server [column 11, lines 
36-67; column 12, lines 5-12; upon receiving the smart card data (the electronic key 
data), the registration authority (the remote server) verify that the smart card data is 
valid (current verification code). After verification, the registration authority generates 
new smart card data (initiate the registration procedure) to update the expiration date 
and sequence number of the smart card]. 
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Referring to claims 8 and 9, Edelman teaches a computer-implemented method, 
wherein said step f) includes, when the computer terminal intends to execute the 
second portion of the application software in the electronic key, 

enabling the computer terminal to send data to be processed using the second 
portion of the application software to the electronic key [column 4, lines 33-42; the 
electronic device (computer terminal) send data (second portion of the 
application software) to the registration authority for updating/processing 
license data then provide updated license data to the licensing medium 
(the electronic key)], 

enabling the electronic key to perform calculations associated with the second 
portion of the application software using the data from the computer terminal 
[column 2, lines 28-34; column 2, lines 47-56; the validity of the code (the second 
portion of the application software) is determined by using mathematical algorithm 
(calculation) that are distributed with the software which is inherently the electronic key 
performs calculations to protect the software from unauthorized users], and 

enabling the electronic key to send results of the calculations performed thereby 
to the computer terminal [column 2, lines 47-56; column 4, lines 17-26; the code 
sequence (calculations performed data) is sent back to the user(the computer terminal) 
in an encrypted form. The data may be encrypted with a private key associated with 
registration authority]. 

Referring to claim 10, Edelman teaches a computer program product comprising 
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program instructions for causing a computer terminal to perform steps of the computer- 
implemented method [column 6, line 61- column 7, line 6 and fig. 1; a client program 
(a computer program) installed on the client computer communicates with a licensing 
medium 120 and the registration authority 1 10 to execute the electronic data (the 
application software)]. 

Conclusion 

3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yonas Bayou whose telephone number is 571-272- 
7610. The examiner can normally be reached on m-f ,7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Del Sole can be reached on 571-272-1 130. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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